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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 5-8 are rejected under 35 U.S.C. 102(e) as being anticipated by Dubin et 
al 2003/0134047. 

Dubin et al teaches a system which is comprised of the following elements: a 
chamber as defined by the nozzle 16 applies a plating solution to plate a wafer by 
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spraying thereon; a plurality of tanks to separately hold electroless plating component; 
and a piping system having a plurality of segments, including a plurality of in-line 
heaters for a subset of the segments and piping system provides the following steps to 
occur substantially before application of the plating solution to the wafer: separate 
routing of the components of the plating solution, in-line heating and mixing. Dubin et al 
plurality of tanks is capable of holding coating material within the scope of the claim 
since it teaches every claimed element of the apparatus. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1 990). With respect to claims 6-7, Dubin et al plurality of tanks is capable of holding 
coating material within the scope of the claim since it teaches every claimed element of 
the apparatus. Note it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus claims cover what a device is, 
not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). In any event, Dubin et al teaches that 
the tanks contain plating components within the scope of the claim (see column 4 lines 
14-37 and column 6 line 22 to column 7 line 32). With respect to claims 6-7, Dubin et al 
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plurality of tanks is capable of storing coating material within the scope of the claim 
since it teaches every claimed element of the apparatus. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). In any event, Dubin et al teaches that the tanks contain plating components 
within the scope of the claim (see column 4 lines 14-37 and column 6 line 22 to column 
7 line 32). With respect to claim 8, Dubin et al in-line heaters are capable of heating 
coating within the scope of the claim given the teaching at column 6 line 22 to column 7 
line 32 of operating the plating process at temperature within the scope of the claim. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Segawa et al 6,638,564 in view of Yokoyama et al 2004/0045502. 

Segawa et al teaches a system which is comprised of the following elements: a 
chamber as defined by the nozzle 16 applies a plating solution to plate a wafer by 
spraying thereon; a plurality of tanks to separately hold electroless plating component; 
and a piping system having a plurality of segments and piping system provides the 
following steps to occur substantially before application of the plating solution to the 
wafer: separate routing of the components of the plating solution, in-line heating and 
mixing. Segawa et al walls of the plurality of tanks is capable of holding coating material 
within the scope of the claim. Note it has been held that a recitation with respect to the 



Application/Control Number: 10/763,470 Page 5 

Art Unit: 1792 

manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus claims cover what 
a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Segawa et al fails to teach 
the plurality of segments includes a plurality of in-line heaters. However, it would have 
been obvious to modify by substituting its heating means in the Segawa et al apparatus, 
(in tank heating system (elements 52a,52b,53a,53b)) with an in-line heating means for 
heating the coating material to desired temperature such as taught by Yokoyama et al 
since Yokoyama et al teaches the advantage of using in-line heaters to heat the plating 
over in supply tank heaters (see paragraph 0169). With respect to claims 6-7, Dubin et 
al plurality of tanks is capable of holding coating material within the scope of the claim 
since it teaches every claimed element of the apparatus. Note it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[Apparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). With respect to claims 6-7, Segawa et al plurality of tanks is capable of storing 
coating material within the scope of the claim since it teaches every claimed element of 
the apparatus. Note it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
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claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus claims cover what a device is, 
not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With respect to claim 8, Segawa et al 
as modified with in-line heaters are capable of heating coating within the scope of the 
claim (see Yokoyama et al at paragraph 00169 and Segawa et al at column 4 lines 6-7). 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Segawa et al 6,638,564 in view of Henry, Jr 3,727,680, Talmey et al 2,941 ,902, Morcos 
6,500,482 and Shacham-Diamand et al 6,065,424. 

Segawa et al teaches a system which is comprised of the following elements: a 
chamber as defined by the nozzle 16 applies a plating solution to plate a wafer by 
spraying thereon; a plurality of tanks to separately hold electroless plating component; 
and a piping system having a plurality of segments and piping system provides the 
following steps to occur substantially before application of the plating solution to the 
wafer: separate routing of the components of the plating solution, in-line heating and 
mixing. Segawa et al walls of the plurality of tanks is capable of holding coating material 
within the scope of the claim. Note it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus claims cover what 
a device is, not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Segawa et al fails to teach 
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the plurality of segments includes a plurality of in-line heaters. However, it would have 
been obvious to modify by substituting its heating means in the Segawa et al apparatus, 
(in tank heating system (elements 52a, 52b, 53a, 53b)) with an in-line heating means for 
heating the coating material to desired temperature since the use of in-line heaters to 
heat the plating solution prior to its supply to the plating tank is known as taught by 
Henry, Jr, Talmey et al, Morcos and Shacham-Diamand et al for the obvious advantage 
of greater control of the plating process by controlling the temperature of the fluid 
supplied to the plating chamber. With respect to claims 6-7, Segawa et al plurality of 
tanks is capable of holding coating material within the scope of the claim since it 
teaches every claimed element of the apparatus. Note it has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). "[Apparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch 
& Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With 
respect to claims 6-7, Segawa et al plurality of tanks is capable of storing coating 
material within the scope of the claim since it teaches every claimed element of the 
apparatus. Note it has been held that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
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1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With respect to claim 8, Segawa et al 
as modified with in-line heaters are capable of heating coating within the scope of the 
claim (see Segawa et al at column 4 lines 6-7). 

Applicant's arguments filed 1/7/2008 have been fully considered but they are not 
persuasive. 

The declarations filed on 1/7/2008 under 37 CFR 1 .131 are noted but these 
declarations are defective since they have not been signed by the second inventor- 
Chin-Chang Cheng. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is (571) 272- 
1231 . The examiner can normally be reached on Monday-Tuesday and Thursday. The 
examiner can also be reached on alternate Wednesdays and Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton, can be reached on 571-272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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